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DETAILED ACTION 

Claims 13-23 are currently pending in the instant case. 

Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

Lack of Unity Requirement 
Claims 13-23 are drawn to more than one inventive concept (as defined by PCT 
Rule 13), and accordingly, a restriction is required according to the provision set forth in 
PCT Rule 13.2. 

PCT Rule 13.2 states that the international application shall relate to one 
invention only or to a group of inventions so linked as to form a singie general inventive 
concept (requirement of unity of invention). PCT Rule 13.2 further states unity of 
invention as referred to in PCT Rule 13.1 shall be fulfilled only when there is a technical 
relationship among those inventions involving one or more of the same or 
corresponding special technical features. Special technical features, as defined in PCT 
Annex B, Part 1(b), include those technical features which define a contribution over the 
prior art. 

PCT Annex B, Part 1 (e) provides combinations of different categories of claims 
and states: 

"The method for determining unity of invention under Rule 13.2 shall be 
construed as permitting, in particular, the inclusion of any one of the following 
combinations of claims of different categories in the same international application: 

(i) in addition to an independent claim for a given product, an independent claim 
for a process specially adapted for the manufacture of the said product, and an 
independent claim for a use of the said product, or 
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(ii) in addition to an independent claim for a given process, an independent claim 
for an apparatus or means specifically designed for carrying out the said process, 
or 

(iii) in addition to an independent claim for a given product, an independent claim 
for a process specially adapted for the manufacture of the said product and an 
independent claim for an apparatus or means specifically designed for carrying 
out the said process,..." 

This application contains the following inventions or groups of inventions which are not 

so linked as to form a single general inventive concept under PCT Rule 1 3.1 . 



Group I: Claims 13-17 (in part), 18, and 20-23 (in part) drawn to compounds and 
compositions of formula (I) in which Q represents a group of 



compound and composition, and a method of use of said compound for controlling 
unwanted microorganisms. 

Group II: Claims 13-17 (in part), 19, and 20-23 (in part) drawn to compounds and 
compositions of formula (I) in which Q represents a group of 



and A is O (oxygen) and R 1 , R 4 , R 5 , and R 6 are as defined, a 
process of preparation of said compound and composition, and a method of use of said 
compound for controlling unwanted microorganisms. 




to- 1 ) and R 1 , R 2 , and R 3 m are as defined, a process of preparation of said 
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Group III: Claims 13-17 (in part), 19, and 20-23 (in part) drawn to compounds 
and compositions of formula (I) in which Q represents a group of 




(Q ~ ' and A is CR 12 and R 1 , R 4 , R 5 , R 6 , and R 12 are as defined, a process 

of preparation of said compound and composition, and a method of use of said 

compound for controlling unwanted microorganisms. 

The claims herein lack unity of invention under PCT Rules 13.1 and 13.2 since 

under 37 CFR 1.475: 

Where a group of inventions is claimed in an application, the requirement of unity 
of invention shall be fulfilled only when there is a technical feature among those 
inventions involving one or more of the same or corresponding special technical 
features. . .those technical features that define a contribution which each of the claimed 
inventions, considered as a whole, makes over the prior art. 

Groups Mil lack unity of invention because, pursuant to 37 CFR 1.475(a), the 

structural moiety common to Groups Mil is. 



o 




CH 3 



This technical feature is not a special technical feature because it fails to define a 
contribution over the prior art (see WIPO Pub. No. 99/31984). Therefore, Claims 12-23 
are not so linked as to form a single general inventive concept, and there is lack of unity 
of invention because they lack a special technical feature, and the technical feature 
present fails to define a contribution over the prior art. Accordingly, unity of invention is 
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considered to be lacking and restriction of the invention in accordance with the rules of 
unity of invention is considered to be proper. Additionally, the vastness of the claimed 
subject matter, and the complications in understanding the claimed subject matter 
impose a serious burden on any examination of the claimed subject matter. 

Therefore, claims do not relate to a single general inventive concept under PCT 
Rule 13.1 and lack the same or corresponding special technical features, the claims 
lack unity of invention and should be limited to a product, a process for the manufacture 
of said product, or a method of use. 

Furthermore, with respect to Groups l-lll, even if unity of invention under 36 CFR 
1.475(a) is not lacking, a national stage application, under 37 CFR 1.475(b), containing 
claims to different categories of invention will be considered to have unity of invention if 
the claims are drawn to only one of the following combinations: 

(1) A product and a process specially adapted for the manufacture of said 
product; or 

(2) A product and process of use of said product; or 

(3) A product, a process specially adapted for the manufacture of said 
product, and a use of said product; or 

(4) A process and an apparatus or means specially designed for carrying out 
said process; or 

(5) A product, a process specially adapted for the manufacture of said 
product, and an apparatus or means specially designed for carrying out 
said process. 

Moreover, according to 37 CFR 1.475(c), if an application contains claims to 
more or less than one of the combinations of categories of invention set forth in 
paragraph (b), unity of invention might not be present. 

In the instant case, the claims are drawn to multiple products, a process, and a 
method of use of said product(s). According to 37 CFR 1 .475(e), 
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The determination whether a group of inventions is so linked as to form a single 
general inventive concept shall be made without regard to whether the inventions are 
claimed in separate claims or as alternatives within a single claim. 

Election 

During a telephone conversation with Applicant's Representative Richard 
Henderson on 11/29/2006 a provisional election was made with traverse to prosecute 
the invention of Group I, comprising Claims 13-17 (in part), 18, and 20-23 (in part). 
Affirmation of this election must be made by applicant in replying to this Office action. 

Applicant's traversal of the lack of unity requirement is not persuasive. As 
discussed in the lack of unity requirement, the technical feature 
o 

f 2 hc K N K 



r 

CH 3 is known in the art (see WIPO Pub. No. 99/31984). Therefore, lack of 
unity has been found, and the restriction is maintained. 



Information Disclosure Statement 

Applicant's Information Disclosure Statement filed on 4/25/2005 has been 
considered. Please refer to Applicant's copies of the 1449 submitted herewith. 

Priority 

The application is a 371 of International Application No. PCT/EP03/1 1 392, filed 
on 10/15/2003, which claims the benefit of foreign priority under 35 U.S.C. 119, to 
German Application No. 10250110.6, filed on 10/28/2002. Acknowledgment is made of 
applicant's claim for foreign priority based on an application filed in Germany on 
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10/28/2002. It is noted, however, that applicant has not provided an English translation 
of the document as required by 35 U.S.C. 1 19(b). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Rejection I: 

Claims 13-18 and 21-23 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 18-25, 31-33 of 
copending Application No. 10/530513. Although the conflicting claims are not identical, 
they are not patentably distinct from the pending claims because applicants are claiming 



compounds of the following structure 




°** where Q represents r 2 and 

R 1 represents hydrogen. CrGrtikf* Ci^aftytadffnyi CrCcaOtybutfontf. 
C^-C^Mrj^C^-aftyl, or CrCa-cycJoaficyi; represents Ci-<VtetoaBcyt 4 
Ct^4-»«toaSkyfsulfettyi. Ct4M»toafty»suimiy<. Ci-C^toafcykutfonyJ, haSo- 
C*<4*%ow^*C4*aiVyi, or CHVna^ocycioeEM haying fa eech case t to 9 
fluorine, chbrine andfor bfornirw etoros; of represems -COR 7 . *C0NRW. Of 

R 2 represents C 3 -Ci2-cycloalkyl, C 3 -Ci2-cycloalkenyl, C 6 -Ci 2 -bicycloalkyl, C 6 -Ci 2 - 
bicycloalkenyl, each of which is mono- or polysubstituted by identical or different 
substituents selected from the group consisting 

halogen, cyano. hydroxy!, Ci-Cs^kyi, C-CVa&oxy, Cj-CrhaJoaa^ having 1 
to 9 tiuortno* chlorine, ancTor oiomtrio atoms, ami Cx<^tofaaSte>w/ havino 1 
•Of ^ ^ fluorine, tNonfto. and/or bromine atoms, 

R* represents fluorine, chlorine, bromine, or methyt, 

anc j <*> represents o t i. 2, 3, or 4. ^ a composition comprising one of said 

compounds and one or more extenders and/or surfactants, a method for controlling 
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unwanted microorganisms comprising applying an effective amount of one of said 
compounds, and a process for preparing a composition comprising mixing one of said 
compounds with one or more extenders and/or surfactants. 

Conflicting claims 8-25, 31-33 of copending Application No. 10/530513 are drawn 
to compounds of formula 



wherein 

ff represents Ci-C**fcyt. CrCrefcyfcuf^ C,^a%!sunonyJ, Ct-C»-all«wy- 
CrGrtiQcyt* or CyCv-cyctoafKyt; represent* CrC««^a«wlk^ Cf-Crt>aloa9ty^ 
sutfanyt, Ct^-naJoapcyteufliny*, <^<^iaioa#cyiaytt6nyl. tato/CrCy-aBooxy- 
C,-Cra^. C;rC«-hafccycfoefXyl bavmg in oa«n caso 1 To 9 tfuonoc. cftonno, 
and/oT bfOfTsnd atoms; or represents iOOP?, -CONR*F** or .CHjNR^R* > 



halogen Atoms, or 

R* end R* rocefoer or R* and R 3 together represent octionafly halogen- or Ct<V 
aftcyJ-subslcutod aQcenytene, 

R 4 end R* independently of one another represent hydrogen, halogen, cyanot nitre. 
CrCs-aikyl, CrCft-aftenyl. Ci-C«-e&o*y. Ct-CVafcyftrtio, C,-C*-«8«yteutfonyl, 
or QrC<r<ycioe!kyt: or represent Ci-C.-haJeaOcyl C,-C<-haicaI*oxy. CrGr 
haloafcyllhto. or C,^^toaIkytsu3ony< havir^ ^ each cs$o 1 te5 halogen 
atoms, or 



as well as a composition comprising one of said compounds and one or more extenders 
and/or surfactants, a method for controlling unwanted microorganisms comprising 
applying an effective amount of one of said compounds, and a process for preparing a 




and 



fl\ Ft 3 , and R 3 independent/ o* ono another represent hydrogen, haJogen. cyano, 
nitro, Ci-C*-aity». CrCtfaJkonyi. C,C«oJkoxy. C**C*a%yR3hio, CrC«a%h 
su»onyl> or CrCrcyc^aflcy^ or represent C,-C<~haJoaiKyt Ci-C«-rwtoaB«»y, 
C-C-hatoalkyfehio, or C T ^«^toaJ*ytsuffonyt having in each case 1 to 5 
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composition comprising mixing one of said compounds with one or more extenders 
and/or surfactants. 

The difference between the claims at issue and the conflicting claims is found in 
the scope of the claims. The instant claims are drawn to compounds wherein R 2 can 
represent C 3 -Ci2-cycloalkyl, C 3 -Ci2-cycloalkenyl, C 6 -Ci 2 -bicycloalkyl, C 6 -Ci 2 - 
bicycloalkenyl while the conflicting claims are drawn to compounds wherein R 2 in the 
conflicting compounds could represent C 3 -Ci 2 -cycloalkenyl and C 6 -Ci2-bicycloalkenyl. 
However, the other variables found in the instant claims (R 1 , R 3 , R 7 -R 11 ) are all 
encompassed in the conflicting claims. 

Therefore, it would have been obvious to one of ordinary skill in the art, when 
faced with the conflicting claims of Application No. 10/530513 to synthesize applicants 1 
instantly claimed compounds for use in preparation of a composition used in controlling 
unwanted microorganisms, since compounds of similar scope had been administered 
as part of a method to treat the same condition. The motivation would be the 
expectation of success in use of applicants' compounds in use of controlling unwanted 
microorganisms. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Rejection II: 

Claims 13-16, 18 and 21-23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 22- 
33, 35-37 of copending Application No. 10/502994. Although the conflicting claims are 
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identical, they are not patentably distinct from the pending claims because applicants 
are claiming compounds of the following structure 



R* represents hydrogen. Ci^rofc^^ 

Ct-Cj-alKoxy-Ct-C-aDcyl, or C>-C*rcyck>aikyl; represents CrCc-haloatfcyi, 
CtC^hatoalXyfsulfarryi C,~C«-totoafcy1sutnnyJ. Ci*C*-haloalkyi8u!fonyl. hakv 
Ct-C^koxy-C^alkyl, o f CrCrhatocydoafkyf having In each case i to 9 
fluorine, chlorine and/or bromine atoms; or represents -COR 7 # «CONR*R 0 , or 
-CHjNR ,0 R ! \ 

R 2 represents C 3 -Ci 2 -cycloalkyl, C 3 -Ci 2 -cycloalkenyl, C 6 -Ci 2 -bicycloalkyl, C 6 -C i2 - 
bicycloalkenyl, each of which is mono- or polysubstituted by identical or different 
substituents selected from the group consisting 

hatogen, cyano, hydroxy^ Cv-C»-a!kyl. C,-C*-arkoxy. CrC 0 -hafO3lkyt having 1 
to 9 fluorine. chJoHno, and/or bromine atoms, and Ct-CVhaJoatkoxy having 1 
Qj to 9 fluorine, chtortne, and/or bromine atoms, 

R 3 represents fluorine, chlorine, bromine, or methyl, 

and m represent o. 1. 2, 3. or a. t a composition comprising one of said 

compounds and one or more extenders and/or surfactants, a method for controlling 
unwanted microorganisms comprising applying an effective amount of one of said 
compounds, a process for preparing a composition comprising mixing one of said 
compounds with one or more extenders and/or surfactants, and a process of preparing 




0 4 



p 



where Q represents 




said compound comprising reacting 
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CH 3 



in which 6 represents hatogen, hydroxyl or Ci-Cg-alkoxy, 
with an aniline derivative of formula (IH) 
H/4-Q (Hi) 

in which Q is as defined for formula (1) in Ciaim 13, 
in the presence of an acid binder and in the presence of a diluent 
to form a compound of formula (f-a) 




in which CHs as defined for formula (I) m Claim 1 3, and 

Conflicting claims 22-33, 35-37 of copending Application No. 10/502994 are 
drawn to compounds of formula 




wherein 

R\ R 2 , R*. ft 4 , and ft* independently of one another represent hydrogen, halogen, 
cyano. nitro, CrC^olkyi. C r C r antenyi t CrC^a&oxy. Ci-C^o&yHhio, CrCi* 
aficylsutphonyl, or CrCVcycioalkyf, or represent d-Cj-hatoaOcyi d-C*- 
haloalkoxy. C vC4-haioalfcyllhk>, or C:*C*-ha!oafkyisutphonyt having in each 
case i to 5 halogen atoms, with the proviso that R\ R 5 , R 3 . R 4 , and ft s do not 
simultaneously represent hydrogen, or 

R 1 and R* together or R* and ft* together optionally afco represent optionally 

halogen- or Ci«C«*a&yl*substiMed efcenvtene.. 

and in further claims, the substituents (R 1 -R 5 ) are further limited: 

R\ R*. R 4 , and R* each represent hydrogen, and 

R* represents fluorine, chlorine, bromine, methyl, triftuoromethyt. Irtfluoro* 
; p methoxy, or tnftuoromethyllhio. np 
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R \ R'. and R l each reptesent hydrogen, and 

R' and R* indopendcntly of ono another represent hatogon, cyano. nitro. Ci-C©-atJtyi. 
CrCs-amenyi. C,-C*-oiKoxy. C-C-alkyttnio, C«^.-afcyisui»horvyi. or C»-C«- 
cycloaDtyl. or represent d-C.-hatoaftyt. C ( .C«-haloaBto*y. CC hatoalSsylthio, 
or C i -C^-hatoaftytsu Iphonyl having in each case 1 to S halogen atoms. 

as well as a composition comprising one of said compounds and one or more extenders 
and/or surfactants, a method for controlling unwanted microorganisms comprising 
applying an effective amount of one of said compounds, a process for preparing a 
composition comprising mixing one of said compounds with one or more extenders 
and/or surfactants, and a process of preparation of the following said compound 
comprising 

(a) reacting a dffliwomethytthiBWtfytaarbonyl ha&te of formula (10 
O 

in which X' represents halogen, 
with an aniline derivative of formula (111) 



in which R\ R* R 4 , and R* are a$ defined for formula (I) in % 
Claim 22, 

optionally in the presence of an acid binder and optionally in the presence oi a 
otuenl, or 

The difference between the claims at issue and the conflicting claims is found in 
the scope of the claims. The instant claims are drawn to compounds wherein R 2 can 
represent C 3 -Ci2-cycloalkyl, C3-Ci2-cycloalkenyl, C 6 -Ci2-bicycloalkyl, C 6 -Ci 2 - 
bicycloalkenyl while the conflicting claims are drawn to compounds wherein R 2 in the 
conflicting compounds could represent C 3 -Ci 2 -cycloalkenyl and C 6 -Ci 2 -bicycloalkenyl. 
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However, the substitutions of variables R 1 -R 5 of the compounds found in the conflicting 
claims are all encompassed in the instant claims. Thus, the compounds of the 
conflicting claims are found within in the instant claims. Additionally the process of 
preparation the instant claims is drawn to reacting a compound of formula 



derivative of H 2 N-Q. In the conflicting claims, G represents halogen. Thus the claims 
overlap in scope and the process of the conflicting claims is found within the instant 
claims. 

Therefore, it would have been obvious to one of ordinary skill in the art, when 
faced with the conflicting claims of Application No. 10/502994 to synthesize applicants' 
instantly claimed compounds for use in preparation of a composition used in controlling 
unwanted microorganisms, since compounds of similar scope had been administered 
as part of a method to treat the same condition. The motivation would be the 
expectation of success in use of applicants' compounds in use of controlling unwanted 
microorganisms. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 




wherein G represent halogen, hydroxyl, or CrC6-alkoxy with an aniline 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 



A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



Claims 13-16, 18, 21-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schelberger et al in US Pat No. 6,346,538 issued on 02/12/2002, which 
claims priority to PCT No. PCT/EP98/08223 filed on 12/15/1998. Schelberger et al 
disclose compounds of formula 



where A can be and R 6 is difluoromethyl, R 7 is methyl, and R 10 is CrC 4 - 

alkyl, Ci-C 4 -alkoxy, Ci-C 4 -alkylthio or halogen (columns 6-7). These compounds 
-anticipate applicant's claimed compounds wherein R represents hydrogen, R 
represents C 3 -Ci 2 -cycloalkenyl, which is optionally mono- or polysubstituted, and m is 0. 
The same compounds are anticipated by Schelberger et al in further patents (see 
columns 5-6 of US Pat No. 6,569,875; columns 5-6 of US Pat No. 6,372,748; columns 
5-6 of US Pat No. 6,410,572; columns 7-8 of US Pat No. 6,365,608; columns 7-8 of US 
Pat No. 6,903,108; columns 6-7 of US Pat No. 6,489,348; columns 9-10 of US Pat No. 
6,350,765) 



States. 
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Claim 20 is rejected under 35 U.S.C. 102(b) as being anticipated by Eicken etal 
in US Pat No. 5,998,450 issued on 12/07/1999. Eicken et al teach a process of 
preparing said compounds by reacting 



and R 4 is methyl and R 5 is difluoromethyl (see column 2). 



Hal la iiiogta, preferiNy chlcdot cr brandnti 

Ct-c*iao3iy 01 Ci-c*-"iwfcws wherein A is 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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Claims 13-16, 18, 20-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ehrenfreund et al (WIPO Pub No. WO 2003/074491) in view of 
Patani et al (Chem. Rev. 1996, 96, 3147-3150) and Eicken et al (US Pat No. 5,998,450) 
in view of Patani era/ (Chem. Rev. 1996, 96, 3147-3150) and Eicken et a/ (US Pat No. 
5,480,897) in view of Patani et al (Chem. Rev. 1996, 96, 3147-3150) and Walter et al 
(US Pub No. 20040138265) in view of Patani et al (Chem. Rev. 1996, 96, 3147-3150) 
and Walter et al (WO 2002059086 or US Pub No. 20040138265) in view of Patani et al 
(Chem. Rev. 1996, 96, 3147-3150). 

Applicants' instant elected invention in claims 13-16, 18, 20-23 teaches 
compounds, compositions, method of use, and process of making of formula 



R' represents Hydrogen. C.-CrOtky». Ci-Ctr8lky<suffinyl, CfC«-aikvrsulfanyt, 
C-CralkoxyC-C-elkyl. or Cj-Qrcycloalkyl; represents C-drhaloatXyt. 
Ct-C-hatoalkytsuttanyt. d-O-hatoaDcyisutfinyt. Ci-C-haloalkytsutfonyl, halo- 
C«-Cra)Ko*y-Ct-C««alkyi, or Cs-Cr hatocyctoaayt having in each case 1 to 9 
fluorine, chlorine and/or bromine atoms; or represents •COR'. CONFER*, or 
-CHjNR ,0 R", 

R 2 represents C 3 -Ci 2 -cycloalkyl, C 3 -Ci 2 -cycloalkenyl, C 6 -Ci 2 -bicycloalkyl, C 6 -Ci 2 - 
bicycloalkenyl, each of which is mono- or polysubstituted by identical or different 
substituents selected from the group consisting 

halogen, cyano. hydroxy!. Ci-Cs-alkyt. Ci-C r attoxy, C-Cg-hatoalkyl having 1 
to 9 fluorine. cMorfno, ancVor bmmino atoms, and Ci-Cg-hatoaikoxy having 1 
Qf to 9 fluorine, chlorine, and/or bromine atoms, 




where Q represents 
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R* represents fluorine, chlorine, bromine, or methyl, 

anc | m represents o, 1. 2, 3. or 4. Further a process of preparation of said 

compound by reacting 




in whtcft <5 represents Mitogen, hydroxy*, or Cj-Ce-aikoxy, 
with an aniline derivative of formula (III) 
H/J-O (ill) 

to which Q is as defined for formula (I) In Cl3tm 13, 
in the presence of en acid binder and cn the presence of a diluent 
to form a compound of formula (l-a) 




Determination of the scope and content of the prior art (MPEP §2141.01) 
Ehrenfreund et al teach the preparation of compounds of the following formula 
(See WIPO Pub No. WO 2003/074491, p. 8-10) 




Compound 
Number 


R' 


R 1 


R J 


R 1 


R J 


4.1 


H 


H 


CHsCHj 


CF S 


CHj 


4.3 


H 


H 


CHiCIfcCHi 


CP, 


CHs 


4.5 


H 


H 




CFj 


CHj 


4.8 


H 


H 


CH 2 CH 3 CH 2 CHs 


CFj 


CHs 


J" 4.10 


H 


H 


C3JaCH(CH,)s 


CP, 


CH, 
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4.12 


H 


H 




CP, 


CHj 


420 


H 


H 


cyclopropy] 


CFj 


CHj 


4.26 


H 


H 


cyclohoxyl 


CP, 


CHj 


4.35 


H 


H 


4-fluorophenyl 


CP3 i CHj . | 



Eicken et al teach compounds of formula (See US Pat No. 5,998,450, columns 3- 

5) 




Xfi. 


A 


a 1 


* 5 












Ai 




H 




CH, 


CF* 




tM 


A2 








CHj 


CF, 




I.8S 


A3 


*F 


3*d 




CH, 


CF, 




t'f 


A2 


*-F 


3'-CHfr 




CH, 


cf, 




i<7 


A3 


<-F 






CB, 


CF, 




146 


A3 


4-F 






CHj 


CF, . 




14* 


A3 


«-P 


J-Bfe 




CHj 


Cf, 






A2 


*P 


4 l -P 




CB, 


CP. 




vn 


A3 


4-P 


4MC2 




CB, 


CF, 




1.T3 


A3 


fi-F 






CB, 


CF, 




i.73 


A3 


tF 






CH, 


CF, 




t.U 


A3 


fcF 


4-SCH, 




CH, 


CF, 




i.l* 


A2 


^F 






CHj 


CF, 




1,76 


A3 


S-F 






CHj 






l.TT 


A3 


S-P 


3'-C2 




CB, 


CF, 




l.» 


A2 


3-P 






CB, 


CF, 




1.15 


A3 


S-F 


3-OCH, 




CH, 


CF, 




i.SC 


A3 


S-F 






CB, 


CF, 




15* 


A3 


S-F 






CB, 


CF, 




USE 


A3 


S-F 


4'-OCH 6 




CH, 


CF, 




1*$ 


A3 


5-F 






CH, 


CF, 




1*4 


A3 


5-P 


4^ 




CB. 


CF. 




1<S5 


A3 


5-P 


s 




CB. 


CP, 




1*6 


A3 


5-P 


3»-P 




CB, 


CF, 




1,87 


A3 


5-F 






CHj 


CF, 




1*8 


A3 


S-F 






CB, 


CF, 




1£5> 


A3 


S-F 






CH, 


CF, 






A3 


S*F 


3'-OCH(CH a ) s 




CH, 


CF, 




15: 


A3 


$-F 






CB§ 


CF, 




i5i 


A3 


5-P 


4-C3, 






CF, 




15J 


A3 


5-P 


4-GCH* 






CF, 






A3 


e-F 


*-5CH» 




zb) 


CF, 




lJSf 


A3 


SF 


4'-C?, 




CH, 


CF, 





Eicken ef a/ teach compounds of formula (See US Pat No. 5,480,897, columns 
17 and 23, table 9) 



Application/Control Number: 10/532,529 
Art Unit: 1626 

Compounds of the fonnala. V where A is A< 



Page 20 



\ 



CO-N 




No. 


R* 


R" 


R 7 


9.50 


CF, 


CH, 


Cyclopropyl 


9.51 


CF, 


CH, 


Cyclobutyl 


9.52 


CF 3 


CH 3 


Cyclopent>'l 


9J3 


CP, 


CHj 


Cyclohexyl 


934 


CP, 


CH, 


2-Cyclcpcruenyl 


9.5S 


CF 3 


CHs 


1-Cydopenttnyl 


9.56 


cp. 


CH 3 


2-Cyclohexenyi 


9.57 


CP a 


CH3 


1-CyclohsxBnyl 


9.58 


CF 3 


CH 3 


Cyclopenryloxy 


9.59 


CF, 


CHg 


Cytiohexyltwy 


9.60 


cf; 


CHs 


2- Cyclopenier.y loxy 


9.61 




CH, 


2-Cyclohsxeoyiaxy 



* — -Si 



' wherein A4 is 



They also teach a process of preparation of compounds of formula 




NH-CO-A 



in 



Ri s 



(ASJ 



where A can represent and R 3 is methyl, R 4 is 

trifluoromethyl and C-C^lthio. halogea 

by the following reaction: 
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A-CO-Hd 




NHj 

4 S 

Hal denoting chlorine or bromine, with an ortho-substi- 
tutedanffineoftbefoiiimlaSta^ ( see columns 12-14). 

Walter et al teach compounds of formula (See WO 2002059086 or US Pub No. 

20040138265, Table 4, columns 18-19). 




wherein 

Cfflpd, 

Bft ft 






z 


4XK 






-CK, 








-CF, 


-CE, 




4.03 




-c* 3 


-CK, 


4-Mo-3ycioiexyl 




— CH^CH— at 


-CFi 


— CK, 




4jQ5 


— CH3CH— Ofc 


-CF, 


— CK, 




4,^7 


— CSsC^CH 


-CFs 


— CKj 


4-F-jraayl 


4.08 


-CHjCs=CH 




— CE, 




4a 


— CBjCs=CH 




— CK, 




4.10 


-CS J C=CH 


-CF* 


— CE, 




4.21 


-CSaC=CH 


-CF, 


-CE» 


4- Me-cy tlothexyi 


4.12 


-CH,C=CH 
— CBjCsCH 


-CF, 


— CK, 


3-Ma-cyelohaeyl 


4.23 


-CF S 


— CK, 


cyclabcptyi 


4.S9 


—COCH, 


-cy, 


-CK, 




4.20 


— COCH, 




-CE, 




4^1 


— coca, 




— CE, 




4.22 


— COCK* 




-CK, 




4.23 


-coau 


-CF, 


— CE, 




*.24 


-COCHa 


-CF S 


-<Ej 




4.2* 




-cf* 


— CE, 


4-F-Ditay] 




-coch 2 ch, 


-CP, 


-CE, 


4-a-?h£->'l 


t2B 




-CF, 


CK, 




4.29 


— cocHjCa, 


-CF, 


-CB, 




4^2 


-COCHjOCE, 




— CK, 




4J2 






-CK, 
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**3 — COCHjOCEj — CP, — CE, 3-Me-ayKqpeayi 

4.34 — COCHiOCEj — C?, — CKj 4-Me"5jrciol«jrl 

4.35 —COCH 3 OCE 3 — CF, — CE, 3-Mc-qrcioKiyl 
4.34 — COOfcOCH, — CF, — CE, cyctahepiyJ 



4,38 -OOCHiOCEjCHa — CF, — CE, 

4J9 -COCHjOCEjCH, -CF, — CE, 4-a-3ht2yl 

4,40 — COCHjOCHjCHj -CF, — CE, cydotsp^ 



4,4 —COOCH, -CF, — CE, 4-F-pfcwyl 

4,43 —COOCH, — CF, — CE, 4-Ct-?tUiyt 

IM —COOCH, — CF, — CE, 4-B^S*aj1 

*M —COOCH, — CF, — CE, cyctaUptyi 



Patani et al teach that similarities in physicochemical properties allow substitution 
of certain atoms to elicit similar biological activity and allow for the rational modification 
of compounds. On p. 3150, Patani states "the ability of fluorine to replace hydrogen is 
an effective method of exploring the affinity of an agent to the target site by virtue of its 
greater electronegativity while other parameters such as steric size and lipophilicty are 
maintained" (see 1 st column, paragraph 1). 
Ascertainment of the different between the prior art and the claims (MPEP §2141.02) 

The difference between the prior art of Ehrenfreund et al in view of Patani et al 
and the instantly claimed compounds of Dunkel et al is that Ehrenfreund et al inventions 
have a CF 3 substituent on the 4-position of the thiazole ring rather than a CF 2 H 
substituent in that position found in the instantly claimed invention. 

The difference between the prior art of Eicken et al in view of Patani et al and the 
instantly claimed compounds of Dunkel et al is that Eicken et al inventions have a CF 3 
substituent on the 4-position of the thiazole ring rather than a CF 2 H substituent in that 
position found in the instantly claimed invention. 

The difference between the prior art of Walter et al in view of Patani et al and the 
instantly claimed compounds of Dunkel et al is that Walter et al inventions have a CF 3 
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substituent on the 4-position of the thiazole ring rather than a CF 2 H substituent in that 
position found in the instantly claimed invention. 

Finding of prima facie obviousness- rational and motivation (MPEP §2142-2143) 
The prior art of Ehrenfreund et al in view of Patani et al and Eicken et al in view 
of Patani et al and Walter et al in view of Patani et al are analogous art because all the 
compounds possess similar activity. The compounds of Ehrenfreund et al and Eicken 
et al and Walter et al have plant-protective properties and are suitable for protecting 
plants against infestations by phytopathogenic microorganisms. The teaching of Patani 
et al shows that substitution of hydrogen by fluorine is one of the more commonly 
employed replacements and can lead to pharmacological differences in the action of the 
compound. It is common for one skilled in the art to synthesize structurally related 
compounds in hopes of obtaining greater activity on the desired target. This is 
commonly known as structure-activity relationship (SAR) in the chemical arts. In the 
absence of unexpected results, one skilled in the art would expect that the instant 
claims which are analogous to the compounds of Ehrenfreund et al in view of Patani et 
al and the compounds and process of preparation of Eicken et al in view of Patani et al 
is prima facie and the compounds of Walter et al in view of Patani et al. The motivation 
to make the claimed compounds derives from the expectation that structurally similar 
compounds are generally expected to have similar properties and have similar utilities. 
In the instant case, substitution of a hydrogen atom for a fluorine atom would have been 
desirable in order to find compounds with greater activity in controlling unwanted 
microorganisms. The explicit teaching of Ehrenfreund et al in view of Patani et al as 
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well as Eicken ef a/ in view of Patani ef al and Walter et al in view of Patani et al 
together with the enabled examples would have motivated one skilled in the art to 
modify the known compounds with such generic teaching with the expectation that they 
would all have similar utility. 

Claim Objections 

Claims 13-18 and 20-23 are objected to because of the following informalities: it 
is dependent on subject matter that has been withdrawn from consideration. 
Appropriate correction is required. 

Objections: Contents of Specification 
The specification is objected to because bicyclo is misspelled as bicylco (see for 
example, p. 27, ex. 3). Correction is required. See MPEP § 608.01(b). 

Conclusion 

No claims are allowed. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Karen Cheng whose 
telephone number is 571-272-6233. The examiner can normally be reached on M-F, 
9AM to 5:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANApA-)3p57tv27 f 2-1000. 
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